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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-12 and 17-24, drawn to a decorative laminate, classified in class 442, 
subclass 288. 

II. Claims 13-16, drawn to a method for making a durable decorative laminate, 
classified in class 101, subclass various. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
product as claimed can be made by another and materially different process such as rotary 
printing. 

3. During a telephone conversation with Scott Young on October 21 , 2002 a provisional 
election was made with traverse to prosecute the invention of Group I, claims 1-12 and 17-24. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
13 - 16 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 



Claim Objections 
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4. Claim 10 is objected to because of the following informalities: Please remove the phrase 
"(any more?)" from the claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 1 - 12 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

7. In claim 1 , the position of the protective layer in relation to the substrate and embossable 
layer is unclear. Is the protective layer adjacent to the substrate layer or the embossable layer? 

8. Claim 23 recites the limitation "the woven fiber material" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. Please re^^e^e phrase with "a woven fiber 
j^aterial" (tm^\\AA^ (LpH ClOAMv/idjO.'^ fUlj^/hJ^ "OO.^ 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1, 5 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Hoey (US 
3,891,487). 
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As to claims 1 and 12, Hoey teaches a decorative laminate (Title). The laminate 
comprises a textile backing, a crushed thermoset plastic foam bonded thereto and a transparent 
polymeric film. The textile backing, or "substrate layer", can be made of a suitable woven 
material (column 5, lines 15 - 20). The crushed thermoset plastic foam, or "embossable layer", is 
bonded to the textile backing and can contain pigments or dyes (claim 6), The "embossable 
layer", even after being crushed, has sufficient resilience to be embossed with a patterned roller 
(column 4, lines 52 - 53). The transparent polymeric film, or "protective layer", can be a 
thermoplastic film such as Tedlar, a polyvinyl fluoride, as required by claims 1 and 12. 

As to claim 5, Hoey teaches that the textile backing, or "substrate layer", can comprise 
fiberglass (column 5, lines 15 - 20). 

11. Claims 17 - 18, 20, 22 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Gleim (US 5,976,671). 

As to claims 17, 20 and 24, Gleim teaches a decorative laminate (See Figure 3), The 
printed laminate (40) comprises a textured layer (32), a structural layer (34), adhesive containing 
layer (36), printed layer (42) and capping layer (44). The textured layer, or "embossable layer", 
is comprised of a melt processable thermoplastic material which can adopt texture imparted by a 
texture media (column 5, lines 12 - 16). The printed layer, or "ink layer", can include ink or 
toner. The ink or toner in the printed layer is deposited on the textured layer by a screen, 
electrostatic transfer, Inkjet and gravure processes (column 6, lines 15 - 20), therefore, the 
embossable layer will have at least one same color as found in the "ink layer". The capping 
layer, or "partially transparent layer", is comprised of a thermoplastic fluorinated polymer film 
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such as PVF (polyvinyl fluoride) or PVDF (polyvinylidene fluoride) which is naturally partially 
transparent (column 6, lines 10 - 27) as required by claims 17, 20, and 24. 

As to claim 18, Gleim teaches that due to the transfer of ink or toner from the "ink layer" 
to the "embossable layer", the predominant color of the "ink layer" will be the predominant color 
of the "embossable layer". 

As to claim 22, Gleim teaches that the textured layer, or "embossable layer", can include 
polyurethane (column 5, lines 29 - 30), 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. Claims 2 - 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hoey (US 
3,891,487) in view of Gleim (US 5,976,671). 

Hoey fails to teach that the laminate can further comprise an ink layer between the 
"embossable layer" and the "protective layer", 

Gleim teaches a decorative laminate (Figure 3) comprising a textured layer (32), a 
structural layer (34), adhesive containing layer (36), printed layer (42) and capping layer (44) 
(column 10 - 28). The printed layer, or "ink layer", can include ink or toner. The "ink layer" is 
situated between the textured layer, or "embossable layer", and the capping layer, or "protective 
layer". The ink or toner in the printed layer is deposited on the textured layer by a screen, 
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electrostatic transfer, ink jet and gravure processes (column 6, lines 15 - 20), therefore, the 
embossable layer will have at least one same color as found in the ''ink layer", Gleim teaches that 
due to the transfer of ink or toner from the "ink layer" to the "embossable layer", the 
predominant color of the "ink layer" will be the predominant color of the "embossable layer". 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to add an "ink layer" to the laminate of Hoey as suggested by Gleim motivated by the 
expectation to create an aesthetically pleasing laminate. 

14. As to claims 6-9, Hoey in view of Gleim discloses the claimed invention except for the 
that the embossable layer has a thickness between 2-8 mils as required by claim 6 or between 4 

- 6 mils as required by claim 7 and that the protective layer has a thickness between 0.2 - 1 ,5 mil 
as required by claim 8 or between 0.5 - 0.9 mil as required by claim 9. It should be noted that the 
thickness of the embossable and protective layers are result effective variables. As the thickness 
of the embossable and protective layers decrease, the laminate becomes more pliable. It would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
have a laminate with an embossable layer with thickness between 2-8 mils as required by claim 
6 or between 4-6 mils as required by claim 7 and protective layer with a thickness between 0.2 

- 1 .5 mil as required by claim 8 or between 0.5 - 0.9 mil as required by claim 9, since it has been 
held that discovering an optimum value of a result effective variable involves only routine skill 
in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). In the present invention, 
one would have been motivated to have the specified thicknesses of the embossable layer and the 
protective layer in order to have a flexible yet rigid laminate. 
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15. Claims 10 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hoey 
(US 3,891,487) in view of Piacente et al. (US 5,858,160). 

Hoey teaches that the crushed, thermoset plastic foam layer, or "embossable layer", 
comprises an acrylic polymer (column 1 , lines 53 - 55), but fails to teach that the "embossable 
layer" can be comprised of an epoxy, polyester, phenol or combination thereof Also, Hoey fails 
to teach that the substrate material is embedded in a resin matrix. 

Piacente teaches a decorative surface covering (Title) comprising a foamable layer (80) 

and non-foamable layer (70) (See Figure 2b and column 15, lines 8 - 20). The foamable layer, or 

o 

"embossable layer", can comprise a wide variety of resins such as acrylates, phenylic or 
polyester (column 5, lines 38 - 42). The non-foamable layer, or "substrate layer", can comprise a 
woven material made of glass which may be impregnated with a strengthening impregnant 
(column 4, lines 1-15). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to create use the epoxy "embossable layer" of Piacente in the laminate of Hoey 

o . 

motivated by the expectation that the use of an acrylic resin is interchangeable with a phen^ic or 
polyester resin as suggested by the list of possible resins for use in a decorative laminate in the 
Piacente et al. patent. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use an impregnated woven glass material as the substrate in the laminate of Hoey 
motivated by the expectation to further strengthen the substrate ^increase the range of uses of 
the material. 1 
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16. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gleim (US 
5,976,671) in view of Piacente et al. (US 5,858,160). 

Gleim fails to teach that the structural layer can contain a woven material embedded 
within the PVF material (column 8, lines 55-60). 

Piacente teaches a decorative surface covering (Title) comprising a foamable layer (80) 
and non-foamable layer (70) (See Figure 2b and column 15, lines 8 - 20). The non-foamable 
layer, or "substrate layer", can comprise a woven material made of glass which may be 
impregnated with a strengthening impregnant such as a thermoplastic resin (column 4, lines 1 - 
15). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to embed a woven material in a thermoplastic structural layer of Gleim as suggested 
by Piacente motivated by the expectation to further strengthen the structural layer creating a 
more durable laminate. 

17. Claims 19 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gleim 
(US 5,976,671) in view of Hoey (US 3,891,487). 

Gleim fails to teach that the structural layer comprises a woven material disposed upon 
the embossable layer opposite the ink layer. Gleim fails to teach that the woven material is made 
from glass, aramid, carbon or Kevlar fibers. 

Hoey teaches a decorative laminate (Title) comprising a textile backing, a crushed 
thermoset plastic foam bonded thereto and a transparent polymeric film. The textile backing, or 
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"substrate layer", can be made of a suitable woven material (column 5, lines 15 - 20), which can 
be made of fiberglass (column 5, lines 15 - 20). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use a textile backing made of fiberglass as a substrate layer as suggested by Hoey in 
the laminate of Gleim to create a durable and high in strength laminate. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use an impregnated woven glass material as the substrate in the laminate of Hoey 
motivated by the expectation to further strengthen the substrat^ increase the range of uses of 
the material. 1 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer A Boyd whose telephone number is 703-305-7082. The 
examiner can normally be reached on Monday thru Friday (8:30am - 6:00pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 703-308-2414. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 



Jennifer Boyd 
February 13,2003 



